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DISCUSSION 

The revised amendment (containing the status of each claim) is herewith 
submitted to bring the amendment in compliance with the requirements of the revised 
format. 

The claims have been amended to more particularly point out and clearly define 
what applicants consider to be their invention. The claims have been amended to 
overcome the rejections under 35 U.S.C. 1 12 and to more particularly define the 
parameters of the composition of the present invention. 

Applicants respectfully submit that the amendments to the claims are fully 
supported in the specification and claims as originally filed. No new matter has been 
entered by way of amendment to the claims. 

The claims have been amended to delete the term "residues" from the claims. The 
term "residues" has been replaced by the term "constitutional units provided by" the 
component monomer. This is consistent with the nomenclature utilized in Encyclopedia of 
Polymer Science and Engineering. Second Ed. Vol. 10 at page 25. A copy of page 25 is 
enclosed for the Examiner's consideration. It is Applicant's opinion that the term "units" 
would not be proper since the copolymer does not contain acn^iate units and acn(/lonitrile 
units. The acrylates and the acrylonitrile have been polymerized and the acrylate and 
acrylonitrile do not exist in the copolymer Applicants respectfully submit that the 
replacement of the term "residues" with the term "constitutional units provided by" 
overcomes the rejection under 35 U.S.C. 112 over the use of the term "residue" 

Applicants respectfully request that the Examiner reconsider the rejection of 
claim 17 over the use of the term "molecular weight" without denoting whether the 
molecular weight is a number average or weight average molecular weight. Applicants 
respectfully submit that the low molecular weight of between 300 and 1500 clearly 
refers to oligomers. As is well Known in the art. oligomers are {co)polymers which 
contain only a limited number of constitutional units. Generally oligomers contain up to 
about 14 constitutional units In the range of the low molecular weight, the weight 
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average and number average molecular weights are very similar or substantially the 
same. Applicants therefore respectfully submit that in view of the low molecular weight 
of the oligomers, the term "molecular weight" is not indefinite. Applicants respectfully 
request reconsideration and withdrawal of the rejection. 

Claim 21 has been amended to utilize the language suggested by the Examiner 
Applicants therefore respectfully request that the objection be reconsidered and 
withdrawn. 

Before discussing the rejections over the prior art, Applicants deem it prudent to 
set forth what they consider to be their invention. Applicant's Invention comprises a 
mixture containing a copolymer containing from 85% to 98% by weight of constitutional 
units provided by at least one acrylate and from 2% to 1 0% by weight of constitutional 
units provided by acrylonitrile wherein the acrylate is an ester of acrylic acid with an 
alcohol containing 2 to 8 carbon atoms; from 0.2% to 15% by weight of at least one 
fatty compound as a plasticizer: 5 to 20% by weight of water; up to 70% by weight of 
filler and pigments; and 0.3 to 5% by weight of auxiliaries. 

The invention is based on the discovery that small additions of a fatty compound 
plasticizer to the particular acrylate/acrylonitrile copolymer has a dramatic effect upon 
the rubber-IIKe properties of the composition. That is. the elasticity and the adhesion 
properties of the composition are substantially improved. It is unexpected that the small 
addition of the fatty compound plasticizer would substantially increase the elastic 
properties of the composition. Applicants respectfully submit that the present invention 
is neither taught or suggested by the prior art references cited by the Examiner. 

Claims 6-26 stand rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103 (a) as obvious over D'Alelio (US 2.442.588), Antlfinger 
ei al. (US 3,486.930), Reinhard el ai. (US 3.551,374), FuKuda ei al. (uS 3. 706,589), 
Patella (US 3.736.287), Reed (US 3.738.991) or Patella (US 3,749.690). Applicants 
respectfully submit that D'Alelio. Antlfinger et al . Reinhard et al, Fukuda et al., Patella 
'287, Reed, and Patella '690 whether considered alone or in combination neither teach 
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nor suggest the present invention. 
^ D'Alelio discloses a copolymer comprising constitutional units provided by an 
acrylate ester, acrylomtrile and a diene 1 ,3. As stated at col. 3, lines 33-47, the polymer 
useful in the D'Aleiio composition comprises 25-65% by weight of constitutional units 
provided by acrylonitrile, 65-25% by weight of constitutional units provided by acrylic 
acid ester and 1.75-30% by weight of 1,3 dienes, A preferred range is from 25-40% by 
v^eight of constitutional units provided by acrylonitnle, 40-55% by weight of 
constitutional units provided by acrylic acid ester and 1 5-25% by weight diene 1 .3. 

Applicants respectfully submit that the D'Alelio would neither teach nor suggest 
utilizing a polymer comprising from 85 to 98% by weight of constitutional units provided 
by at least one acrylate and from 2 to 10% by weight of constitutional units provided by 
acrylonitrile. 

^ Antlfinger et al. disclose an interpolymer containing at least 25% by weight of 
constitutional units provided by vinyl halide. The interpolymer can contain constitutional 
units provided by acrylonitrile and acrylic esters However, when the minimum amount 
of constitutional units provided by vinyl halide is 25% by weight of the copolymer, it is 
not possible to provide a copolymer containing from 85% to 98% by weight of 
constitutional units provided by at least one acrylate and from 2 to 10% by weight by 
constitutional units provided by acrylonitrile. Applicants respectfully submit that there is 
neither teaching nor suggestion m Antlfinger et al. to modify their copolymer by 
eliminating the vinyl halide to provide a copolymer useful in the practice of the present 
invention 

Applicants respectfully submit that in view of the differences in the polymer 
useful in Antlefinger et al and the copolymer useful in the practice of the present 
invention, that a rejection under 35 U.S.C. 102 is improper. In addition, Applicants 
respectfully submit that there is neither teaching nor suggestion in Antlefinger et al. to 
provide a copolymer containing from 85 to 98% by weight of constitutional units 
provided by at least one acrylate. In addition, there is neither teaching nor suggestion 
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to select acrylonitrile as a comonomer to utilize with the acrylate monomers. Applicants 



untenable and respectfully request that the rejection be reconsidered and withdrawn. 



Reinhard et al. jUisclose a caulking and sealing compound which comprises a 



mixture of a polymer A which can comprise acrylates and acrylonitrile with a polymer B 
having a K value of 10 to 70 and preferably 30 to 50. The specification at col. 4. lines 
33-35 indicates that plasticizers, drying oils, stabilizers and emulsifiers may be added in 
the usual vvay both in the polymer B and to the polymer mixtures However, the 
specification does not teach nor suggest the particular class of plasticizer useful in the 
practice of the present invention, nor the amounts which should be added to the 
composition. None of the examples in the application contain a plasticizer as set forth 
in the present application. 

Applicants submit that a plasticizer would not be necessary in the Reinhard et al, 
composition since the polymer B appears to act as a plasticizer in view of the high 
elongation of the material as shown in the examples. As set forth in the present 
application, the fatty compound plasticizers are utilized to improve the elongation of the 
composition. The results obtained by utilizing only small amounts of the fatty 
compound plasticizers is unexpected in view of the teachings of Reinhard et al. 
Applicants respectfully request that the rejection under 35 u.S.C 102 or 35 U.S.C. 103 
over R einhard et a (. be reconsidered and withdrawn. 

( ^ukuda et aQ jiscjose a surface protective composition consisting essentially of 
a mixture of an inorganic and organic powder m a dispersed-binder wax and/or 
synthetic resin emulsions with water sen/ing as the mam solvent. The specification at 
col. 3, lines 54 and 55 indicates that acrylate copolymers and acrylonitrile/acrylate 
copolymers may be utilized as the synthetic resin emulsion. However, there is neither 
teaching nor suggestion that the copolymers contain from 85 to 98% by weight of 
constitutional units provided by at least one acrylate and from 2 to 10% by weight of 
constitutional units provided by acrylonitrile. 



respectfully submit that a rejeaion under 35 U.S.C. 102 or 1Q3 over Antlefinger et al is 




Received from < 6102786548 > at 7/23/03 2:41 :32 PM [Eastern Daylight Time] 



23-Jul-03 14:45 Froin-HENKEL CORPORATION PATENT DEPT, 6102786548 T-88Z P. 11/15 F-017 



SN 09/530,815 
An Unit 1713 

The composition disclosed in Fukuda et al. does not include a plasticizer In 
addition, since the composition of Fukuda et al. must be sprayable. the amount of 
solvent/water in the composition must be sufficiently great to provide a low viscosity 
material. As shown in the examples the amount of water or solvent in the composition 
is generally at least 50% by weight and generally 75% by weight of water or solvent 
(see examples 11, 12 and 13). 

Applicants respectfully submit that there is no teaching or suggestion in Fukuda 
et al. to utilize an emulsion of the particular copolymer useful in the practice of the 
present invention, to add a plasticizer and in addition to reduce the amount of water in 
the composition to a range of 20% or less. Reducing the amount of solvent or water in 
the composition to the range of 20% to form a paste would make the composition of 
Fukuda et al completely useless for the intended purpose. That is. it would not be 
possible to spray a light coating of the composition over an extended surface to provide 
a protective film. 

In view of the use of the composition of Fukuda et al to protect a painted 
surface, Applicants submit that the addition of the fatty compounds to the material 
would Increase the difficulty in removing the surface coating and would tend to leave 
stains on the painted surface. 

Applicants respectfully submit that a rejection based on Fukuda et al. under 35 
U.S.C. 102 or 35 U.S.C, 103 is untenable and respectfully request that the rejection be 
reconsidered and withdrawn. 

^ Patella *287 is directed to an aqueous acrylic interpolymer emulsion and its use 
thereof in latex paints. However, the composition of Patella '287 would neither teach 
nor Suggest the present invention. 

Patella discloses an acrylic emulsion of a pentapoiymer containing from 5 to 30% 
by weight of constitutional units provided by acrylonitrile and from 20 to about 70% by 
weight of the constitutional units provided by an alkyi acrylate or mixtures thereof. 
Applicants submit that this polymer composition is far outside of the range of 85 to 98% 
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by weight of constitutional units provided by acrylates and from 2 to 10% by weight of 
constitutional units provided by gcryionitrile Applicants submit that there is no teaching 
or suggestion to modify the polymer useful in the Patella latex by increasing the amount 
of acrylate useful in the composition. 

In addition, the composition disclosed in Patella '287 does not contain a 
plasticizer. Applicants submit in view of the good burnish resistance, stain removal 
properties and scrub resistance of the composition, one skilled in the art would not be 
led to include a plasticizer in the composition which would tend to reduce the desirable 
properties of the composition by softening the resm. 

In addition, the composition disclosed in Patella *287 contains substantial 
amounts of water since the material must be readily flowable to be applied to a surface 
as a paint. Applicants submit that there is neither teaching nor suggestion to provide a 
paste composition containing only 5 to 20% by weight of water. Such a low content of 
water would provide a material which was not useful as a paint. Applicants therefore 
respectfully submit that Patella '287 neither teaches nor suggests the present invention. 
Applicants respectfully request that the rejection be reconsidered and withdrawn. 



(^Reed^scloses a composition with enhanced adhesion which comprises an 
acrylic latex having incorporated therein a solid amide copolymer of ethylene and acrylic 
acid. The composition shows improved adhesive charactenstics. The latex may be 
employed in the manufacture of paints, sealants, caulKs and mastics. 

The specification teaches that the acrylate latex can be a copolymer of an 
acrylate and acrylonitrile. However, the proportions of the acrylate and the acrylonitrile 
are not specified except that the copolymer contains at least 60 weight % of 
constitutional units provided by alKyl acrylates and 40 weight % of other comonomer 
components. The latex composition must contain a second polymer of ethylene and 
acrylic acid. In addition, the composition can contain plasticizers, fillers and water. An 
example is provided utilizing a latex noted as copolymer latex C which contains 56% by 
weight of constitutional units provided by ethyl acrylate and 25% by weight of 
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constitutional units provided by acrylonitnle and additional materials such as about 6% 
by weight of N-methylolacrylamlde constitutional units and about 13% by weight of 
constitutional units provided by acrylic acid. Mixtures are shown which contain 
plasticizers and the compositions disclosed m table 4 contain about 20% by weight of 
the acrylate polymer, 13% by weight of water and 4 to 5% by weight of plasticizer. 

Reed fails as a reference under 35 U.S.C. 102 and 35 U.S.C. 103 since it neither 
teaches nor suggests the acrytate/acrylonitrile copolymer useful in the practice of the 
present invention. Applicants submit there is neimer teaching nor suggestion to 
formulate a copolymer containing from 85 to 98% by weight of constitutional units 
provided by at least one acrylate and from 2 to 10% by weight of constitutional units 
provided by acrylonitrile. Applicants respectfully submit that there is neither teaching 
nor suggestion to modify the composition as disclosed m Reed to utilize the copolymer 
of the limited composition set forth in the claims of the present application 

In view of the amendments to the claims and the lack of any teachings or 
suggestion to utilize a copolymer containing from 85 to 98% by weigh of constitutional 
units provided by acrylates and 2 to 10% by weight of constitutional units provided by 
acrylonitrile, Applicants respectfully submit that a rejection over Reed under 35 U.S.C. 
102 or 103 is untenable and respectfully request that the rejection be reconsidered and 
withdrawn. 

Patella '690 is directed to an aqueous tetrapolymer emulsion derived from the 
interpolymerization of acrylonitrile. an alkyi acrylate and cenain polycarboxyiic acids and 
unsaturated amides. The emulsion is utilized as a paint composition. However, there is 
neither teaching nor suggestion that the composition contains a plasticizer. 

Applicants respectfully submit that a plasticizer would not be useful In the Patella 
'690 composition since the plasticizer would soften the polymer and degrade the 
properties such as burnishing resistance and stain removal 

Example i of Patella '690 discloses a preemulslon of monomers which would 
appear to provide a polymer containing about 11% by weight of constitutional units 
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provided by acrylonitrile and 86% by weight of constitutional units provided by ethyl 
acrylate. However, the latex contains about 40% by weight of water. To formulate the 
paint, the latex containing about 40% by weight of water is then mixed with additional 
water and a number of ingredients set out in col. 10, lines 45-64, The latex ready for 
use contains about 34% by weight of water 

It is necessary that the composition contain substantial amounts of water since 
the paint latex must be spreadable in a thin layer with a brush roller or spraying 
apparatus. Clearly, the paste of the present invention would not be spreadable as a 
paint composition. 

Applicants respectfully submit that there is neither teaching nor suggestion to 
reduce the amount of water in the paint latex of Patella *690 to form the viscous paste 
of the present invention and in addition. Introduce a plasticizer into the composition. 
Applicants respectfully submit that increasing the viscosity of the composition to fomn a 
paste and in addition softening the polymer by addition of a plasticizer would degrade 
the burnish resistance, stain removal and scrub resistance of the Patella *690 
composition. 

In view of the amendments entered in the claims and the above discussion, 
Applicants respectfully Submit that a rejection of the claims over Patella '690 is 
untenable and respectfully request that the rejection be reconsidered and withdrawn. 
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Applicants respectfully submit that all of the references cited by the Examiner fail 
as a reference under 35 U.S.C. 102 or 35 U.S.C. 103 for the reasons set out above. 
Applicants respectfully submit that the amendments entered in the claims to overcome 
the rejections under 36 U.S.C. 1 12 and the above discussion place the application in 
condition for allowance. Favorable consideration is requested. 



Respectfully submitted, 



Patent Law Department 
2500 Renaissance Blvd. 
Gulph Mills, PA 19406 



Henkel Corporation 
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